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2. Troy Iron & Nail Factory v. Corning, 55 U.S. 193, 216 (1852)

3. SUDAN Patents Act Act No. 58 of 1971 entry into force: October 15, 1971

4. (31). Non-Assignability of Licenses :In the absence of any provision to the contrary in the

license contract,

a license contract shall not be assignable to third parties and the licensee shall not be entitled
to grant sublicenses.

5. african intellectual property organization (OAPI) Bangui Agreement

amended on February 24, 1999 Entry into force: February 28, 2002
6. UNIDROIT PRINCIPLES OF INTERNATIONAL COMMERCIAL CONTRACTS 2010

7. ARTICLE 9.3.3 (Requirement of consent of the other party).

8. Paris Convention for the Protection of Industrial Property of March 20, 1883, as revised at
Brussels on December 14, 1900, at Washington on June 2, 1911, at The Hague on
November 6, 1925, at London on June 2, 1934, at Lisbon on October 31, 1958, and at
Stockholm on July 14, 1967, and as amended on September 28, 1979
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1. Compulsory license

2. Article 5 (4)”... Such a compulsory license shall be non-exclusive and shall not be
transferable...”

3 Voluntary license.

4. BELGIUM Patent Law as last amended on January 28, 1997 ENTRY INTO FORCE: April
14,1997

5. Compulsory license

6. Art. The holder of a compulsory license may not transfer to third parties by assignment or
sublicense the rights deriving from the license...

7. HUNGARY Patent Act Act XXXII1 of 1995 as consolidated on January 1, 2008

8. ... (6) The licensee may transfer the license or grant sub-licences to third parties only with
the express consent of the patentee.

9. The italian Civil Code, Translated by M. B. Giovanni & others, U. S. A., 1969, p. 359
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1. world intellectual property organization (WIPO), a gide on the legal aspects of the
negotiation and preparation of industrial property licenses and technology transfer
agreements appropriate to the needs of developing countries. No 620 (E) Geneva 1977.

2. Patient Educ. Media, 210 B.R. at 240-241 (citing SQL Solutions, Inc. v. Oracle Corp.,
1991 WL 626458 (N.D. Cal. 1991));
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1. Everex Sys., Inc. v. Cadtrak Corp., 89 F.3d 673, 679 (9th Cir. 1996)
2. Erie Railroad Co. v. Tompkins, 304 U.S. 64 (1938)
3. Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 429 (1984)
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1. Barbados Trust Co. v Bank of Zambia [2007] EWCA Civ 148 at [41]; [2007] 1 Lloyd’s
Rep. 495

2. Oliver v. Rumford Chem. Works, 109 U.S. 75, 82 (1883)

3. Patient Educ. Media, 210 B.R. at 240-241 (citing SQL Solutions, Inc. v. Oracle Corp.,
1991 WL 626458 (N.D. Cal. 1991));

4. see also Hapgood v. Hewitt, 119 U.S. 226, 234 (1886); see also Rock-Ola Mfg. Corp. v.
Filben Mfg. Co., Inc., 168 F.2d 919, 922 (8th Cir. 1948)

5. CONTRACT LAW OF THE PEOPLE'S REPUBLIC OF CHINA (Adopted and Promulgated
by the Second Session of the Ninth National People's Congress March 15, 1999)
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1. Sub-license
2. In Re Golden Books Family Entertainment, Inc., 269 B.R. 311 (Bankr. D. Del. 2001)

United States Bankruptcy Court, D. Delaware, November 8th, 2001
3. In re Patient Educ. Media, Inc., 210 B.R. 237 (S.D. N.Y. 1997)

4. All rights and protections.
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1. NIMMER ON COPYRIGHT, § 10.02[A] and [B][4] (2001)
2 NIMMER ON COPYRIGHT, § 10.02[A] and [B][4] (2001)
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1. Gardner, 110 F.Supp.2d at 1286-87, 279 F.3d at 781 («[A]n exclusive licensee has the
burden of obtaining the licensor’s consent before it may assign its rights, absent explicit
contractual language to the contrary.”)

2. Copyright Act of 1976

3. licensee receives only the protections and remedies under the Copyright Act with respect to
such rights but not the right to freely transfer the license.

4. “all the rights and protections”
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1. Sole License

2. Tap Publ’'n, Inc. v. Chinese Yellow Pages (New York), Inc., 925 F. Supp. 212, 218
(S.D.N.Y. 1996)
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1. SPAIN Trademark Act Law No. 17/2001 of December 7, 2001 entry into force: July 31,
2002

2. Article 48.... 3. Except as otherwise agreed, a license holder may not transfer the license to
any third parties, nor may he grant sublicenses.

3. THAILAND Trademark Act of 28 October B.E. 2534 (1991) as amended by Act (No. 2)
B.E. 2543 (2000) entry into force: June 30, 2000

4. Section 79, If not otherwise provided in the license agreement, the licensee may not transfer
the license to third persons nor sublicense others to use the trademark.
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1. TURKEY Trademark Law Decree-law No. 556 as amended by Law No. 4128 of November
7, 1995 entry into force: november 7, 1995

Sy g edys 3 5928 pl o 6\,5(/,]4 056 53 (loy oo o alin Y
3. COMMISSION REGULATION (EEC) No 2349 / 84 of 23 July 1984 on the application of
Article 85 (3) of the Treaty to certain categories of patent licensing agreements

4. Commission Regulation (EEC) No 556/89 of 30 November 1988 on the application of
Article 85 (3) of the Treaty to certain categories of know-how licensing agreements
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1. World intellectual property organization (WIPO), a gidde on the legal aspects of the
negotiation and preparation of industrial property licenses and technology transfer
agreements appropriate to the needs of developing countries. No 620 (E) Geneva 1977, P19.
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1. Uniform Commercial Code (UCC 2-210) Delegation of performance; assignment of rights.

2. D) An assignment of "the contract" or of "all my rights under the contract” or an
assignment in similar general terms is an assignment of rights and unless the language or the
circumstances (as in an assignment for security) indicate the contrary, it is a delegation of
performance of the duties of the assignor and its acceptance by the assignee constitutes a
promise by the assignee to perform those duties. This promise is enforceable by either the
assignor or the other party to the original contract.

3. Ciba-Geigy Corp. v. Alza Corp., 804 F. Supp. at 630
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1. See McNeilab, Inc. v. Scandipharm, Inc., 95 F.3d 1164, 1996 WL 431352, *5 (Fed. Cir. 1996)

2. MODEL INTELLECTUAL PROPERTY CONTRACT LAW, UNCITRAL - Third
International Colloquium on Secured Transactions Presentation by Lorin Brennan and Jeff
Dodd Draft Model IP Contract Law Page 1 Concept Draft for Discussion Only.

3. Mutatis mutandis
4. Article 10.: Assignments and Exclusive Licenses :If under the law of this State an exclusive

license of particular intellectual property makes the exclusive licensee an owner or right
holder in a manner comparable to an assignment, then references in this law to “assignment”
apply to such an exclusive license mutatis mutandis.

5. Article 24.: Further Transfers :(a) An assignment of intellectual property authorizes the

assignee to make further transfers unless prohibited in the assignment.
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1. at least A “...transfer of “all substantial rights” in the subject patent...”

2. Aluminum Co. of America v. Norton Co., Inc., 27 U.S.P.Q.2d 1317, 1993 WL 330628, *2
(W.D. Pa. 1993) (express prohibition on assignment of exclusive patent license does not
prevent a finding of a grant of “all substantial rights” in the subject patent thus allowing
licensee to sue infringers)

3. united nations commission on international trade law(UNCITRAL) Legislative Guide on
Secured Transactions Supplement on Security Rights in Intellectual Property, No. E.11.V.6,
New York, 2011, Publishing production: English, Publishing and Library Section, United
Nations Office at Vienna.
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